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DETAILED ACTION 

Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

Claims 1 - 29 are rejected under 35 U.S.C. 102(e) as being anticipated by Yao et al. (U.S. 
Pat. No. 6,192,939 Bl). Regarding claims 1, 6 - 14, 19 - 24 and 29, Yao et al. teach a 
pneumatic apparatus and method for use with micro fluidic devices for DNA sample processing 
and analysis. Yao et al. teach that the apparatus comprises: an external servo system; and air 
gallery structure (13); and a connecting channel (17) contained within a microfluidic reaction 
module (11) (see col. 2, line 35 - col. 6, line 67; figures 1 & 2). Regarding claim 2 and 15, Yao 
et al. teach the incorporation of an air compressor (6) and a buffer tank (8) (see col. 4, lines 16 - 
27). Regarding claims 3-5 and 16-18, Yao et al. teach the incorporation of a suction 
component and an exclusion component (see col. 4, line 49 - col. 5, line 36). The Courts have 
held that apparatus claims must be structurally distinguishable from the prior art in terms of 
structure, not function. See In re Danley, 120 USPQ 528, 531 (CCPA 1959); and Hewlett- 
Packard Co. V. Bausch andLomb, Inc., 15 USPQ2d 1525, 1528 (Fed. Cir. 1990). The Courts 
have held that the manner of operating an apparatus does not differentiate an apparatus claim 
from the prior art, if the prior art apparatus teaches all of the structural limitations of the claim. 
See Ex Parte Masham, 2 USPQ2d 1647 (BPAI 1987) (see MPEP § 2114). Regarding claims 25 
- 28, as discussed above, Yao et al. teach all of the structure of the apparatus provided in the 
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claimed method, which merely recites the conventional operation of that apparatus. Regarding 
process or method claims, a prior art device anticipates a claimed process, if the device carries 
out the process during normal operation (see MPEP § 21 12.02). The Courts have held that when 
a prior art device is the same as a device described in the specification for carrying out the 
claimed method, it can be assumed that the device will inherently perform the claimed process. 
See In re King, 801 F.2d 1324, 231 USPQ 136 (Fed. Cir. 1986). In addition, regarding product 
and apparatus claims, when the structure recited in the reference is substantially identical to that 
of the claims, claimed properties or functions are presumed to be inherent (see MPEP § 



2112.01). 
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Conclusion 



The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Yao teaches a microfluidic apparatus comprising a pneumatic micro flow driving 
element. Caren teaches a microfluidic pumping apparatus. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brian J. Sines, Ph.D. whose telephone number is (571) 272- 
1263. The examiner can normally be reached on Monday - Friday (1 1 :30 AM - 8 PM EST). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill A. Warden can be reached on (571) 272-1267. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




